United States Court of Appeals 

for the 

District of Columbia Circuit 



TRANSCRIPT OF 
RECORD 





BRIEF FOR APPELLANT 


IN THE 


jii /T$ l*** 

t L 


1 1 


u 


United States Court oFAppeals 

For the District of Columbia Court of Appeals 

- for the District of Columbia 

Nos. 9630, 9631, 9632 . QQy Q — IQA^ 


INTERNATIONAL STANDARD ELECTRI 
CORPORATION, 

Appellant , 
v. 

LAWRENCE C. KINGSLAND, COMMISSIONER 

OF PATENTS, 

Appellee. 



CLERK 


Appeal from the District Court of the United States 
for the District of Columbia. 


Paul Kolisch, 

41 Park Row, 

New York 7, N. Y., 

Attorney and Counsel. 

Edward D. Phinney, 

67 Broad Street, 

New York 4, N. Y., 

Ralph B. Stewart, 

National Press Building, 

Washington 4, D. C., 

Of Counsel. 






INDEX 


PAGE 

Jurisdictional Statement__ 1 

Statement of Case..... 1 

Statutes and Rules Involved .... 7 

Sec. 4903 R. S...... 7 

Sec. 4915 R. S_______ 7 

Sec. 4888 R. S._ 8 

Federal Rules of Civil Procedure; Rule 52a. 9 

Rules of Practice in the United States Patent Office 10 

Statement of Points.. 11 

Summary of Argument .. 12 

Argument: 

Point 1—The decision of this Court called for a rea¬ 
soned opinion by the Patent Office as provided 
in the Statute and Rules_ 12 

Point 2—Either Haigh’s evidence should have been 
accepted or appellant allowed to introduce other 
expert testimony_ 16 

Point 3—The District Court failed to find any facts 24 

Conclusion_ 25 















11 


Table of Cases. 

PAGE 

Oompania v. Harrison, 114 F. (2d) 400, 405 . 24 

Ferguson, In re, 229 0. G. 939 -- 13 

Johnson, In re, 40 U. S. P. Q. 576 -.—. 14 

Kiss, In re, 35 U. S. P. Q. 293 . 13 

Kuhn v. Princess Lida of Thurn & Taxis, 119 F. (2d) 

704, 706 . .. . 24 

Order of United Commercial Travelers v. Schein, 64 F. 

(2d) 55. 57 .... 24 

Rambenr, et al.. In re, 50 U. S. P. Q. 640 .... 14 

Sbicea-Del Mac v. Milius Shoe Co., 145 F. (2d) 389, 

396 ......... 24 

Schilling, et ah v. Schwitzer-Cummins Co., 79 App. 

D. C. 20 (1944): 142 F. (2d) 82, 84.. 24 

AVatler and Watler, 26 U. S. P. Q. 191.. 13 

Statutes and Rules Cited. 

Revised Statutes, Sec. 4S88 --- 8 

Revised Statutes, Sec. 4903 __7,13 

Revised Statutes, Sec. 4915 ...:_ 7 

Federal Rules of Civil Procedure; Rule 52a _ 9 

Rules of Practice in the United States Patent Office_10,13 



















IN THE 


United States Court of Appeals 

For the District of Columbia 


Nos. 9630, 9631, 9632 


International Standard Electric Corporation, 

Appellant , 

v. 

Lawrence C. Kingsland, Commissioner of Patents, 

Appellee. 


BRIEF FOR APPELLANT 
Jurisdictional Statement 

These three actions were brought under the provisions 
of 4915 R. S. praying the District Court to authorize and 
direct the Commissioner of Patents to issue patents to 
appellant as assignee of William Hatton on three applica¬ 
tions which have been duly filed in the Patent Office. 

The issues being identical and the disclosures of the 
three Hatton applications being substantially alike, the 
parties have stipulated with the Court’s approval that the 
decisions in Appeals 9631 and 9632 abide the decision in 
Appeal 9630. 


Statement of Case 

The present is appellant’s second appeal in these causes. 
The first appeal (Nos. 9611-2-3) was decided by this Court 
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on June 2S, 1946 (— App. D. C. —; 157 F. (2d) 73) gen- 
erally in appellant's favor, but the causes were remanded 
to the District Court (R. 256, f. 3) 

“with instructions to hold the causes pending 
further decision by the Patent Office as indicated in 
the opinion of this Court.’’ 

The background of the first appeal is as follows: 

The inventions described and claimed in the Hatton ap¬ 
plications are for combinations of electrical circuits and 
conventional electromechanical elements to perform cal¬ 
culating operations. The invention consists in devising cir¬ 
cuits which make possible the use of relays, switches and 
other elements “of types used widely in telephone exchange 
systems” (R. 75), viz. automatic telephone systems for the 
purpose of performing calculations. 

The applications were first examined in Division 23 (cal¬ 
culating machines) of the Patent Office and rejected on the 
ground that the Patent Office Examiner could not under¬ 
stand and did not approve of the description and drawings 
and that, therefore, the requirements of R. S. 4888 were 
not satisfied. 

The Patent Office Board of Appeals affirmed, where¬ 
upon the original action was started under R. S. 4915 and 
carried to this Court. 

Originally, the Patent Office Examiner of Division 23 
rejected all the claims on the sole ground of insufficiency 
of disclosure, the description and drawings having been 
held to fall short of satisfying the requirements of R. S. 
4888. The Examiner objected primarily to the drawings, 
holding (R. 177, 17S): 

“The Examiner believes that the drawings of this 
case are fundamentally responsible for his inability 
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to grasp even the basic characteristics of the disclo¬ 
sure.” 

The drawings were condemned because they illustrated the 
relays with their contacts detached from the windings 
rather than attached thereto, and because they lacked 
timing charts. 

The sole objection to the descriptive part of the specifi¬ 
cation was as follows (R. 180): 

“The real difficulty with the description is due 
to the fact that there is no description of the indi¬ 
vidual groups, or component parts of the machine 
• • * There is neither a structural nor a functional 
explanation of this organization.” 

Although the description concededly contained a detailed 
tracing of each and every circuit of the system, the Ex¬ 
aminer held this 

“ * # * meaningless without adequate preliminary 
explanation.—One simply does not know the purpose 
of the various circuits he is going through” (R. 180). 

These objections were traversed by appellant on the 
grounds that the specification contained both general (R. 
70-88) and detailed (R. 88-148) descriptions, and that the 
drawings and description were of the kind used and ac¬ 
cepted in the automatic telephone art to which the invention 
appertained or with which it was most nearly connected. 

When the Board of Appeals first considered this case, 
it held: 

“But it seems doubtful whether unless the person 
were also skilled in the automatic calculating machine 
art such person would understand the manner in 
which such machine and its parts must operate * * 
Appellant does not say the disclosure could not be 
made so complete that a person skilled in the ealeu- 
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latins: machine art could construct the machine and 
understand the operation of the parts but asserts it 
is sufficient if those skilled in the automatic telephone 
art are able to build the machine from the disclosure. 
In this we do not agree” (R. 192). 

And, again, in denying the petition for rehearing, the Board 
held: 


“We consider that to comply with R. S. 4888 
more is necessary. The invention contemplates the 
construction of a calculating machine and its opera¬ 
tion as such and not an automatic telephone machine 
for telephone use. Accordingly the invention is ad¬ 
dressed to the calculating machine art” (R. 194b). 

In starting the action, appellant alleged, and the Com¬ 
missioner of Patents admitted (paragraph 13 of each Com¬ 
plaint and Answer, R. 5, 14, 20, 23, 25, and 26), that the 
sole ground on which the claims were rejected was that 
allegedly the specification and drawings were insufficient 
and inadequate in disclosure to meet the requirements of 
Section 48S8 R. S. 

In the original action, appellant offered the testimony 
of two experts, Messrs. Waldheim and Haigh, who testified 
(R. 35-67) that the Hatton inventions were most closely 
connected with the automatic telephone and telegraph arts, 
and that the mechanisms employed in the Hatton systems 
were of the kind used in telephony and telegraphy, as dis¬ 
tinguished from the mechanisms used in customarv calcu- 
lators. 

Haigh testified (R. 41) that people skilled in the arts 
of telephony and telegraphy could construct the Hatton 
inventions from the information contained in the specifi¬ 
cations of the three applications. 

The Commissioner of Patents rested his case on the 
Patent Office record (R. 69) and contended that R. S. 4888 
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could be satisfied only by addressing the disclosure to one 
skilled in the calculating machine art. In the Commis¬ 
sioner’s brief (p. 3) before this Court we find: 

“The appellant’s contention that, in the case of 
an invention which belongs to some established art, 
the inventor has the choice of addressing his dis¬ 
closure to workers in that art or in such other art 
as is most nearly related thereto, is thought to be 
unsound.” 

This Court rejected the Commissioner’s theory and held 
that the object of the invention is not the sole controlling 
factor in determining the art to which it “appertains” or 
with which it is “most nearly connected”. As Judge 
Edgerton put it: 

“The present question of law comes to this. When 
a technique previously used for one purpose (the 
construction of automatic-telephone equipment) is 
applied to a second purpose (the construction of 
calculating equipment), must the innovator describe 
the technique so that it can be used by men who know 
nothing about it but are skilled in applying different 
techniques to the second purpose? Such a descrip¬ 
tion may not be possible and, we think, is not re¬ 
quired. ‘The specification of a patent is not ad¬ 
dressed to people who are ignorant about the sub¬ 
ject-matter. It is addressed to people who know 
something about it’. We cannot reconcile the Com¬ 
missioner’s theory with that principle. If his theory 
is correct, the invention of the steamboat involved 
nothing patentable. No description of the mecha¬ 
nism of a steamboat would be likely to enable an 
ordinary skilled builder of sail-boats or row-boats 
to make it, and if, as appellee’s present theory im¬ 
plies, the only ‘art’ concerned was the making of 
boats, a description which taught builders of station¬ 
ary engines to make the mechanism of a steamboat 
was not sufficient. We think ‘the art or science to 
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which (an invention) appertains, or with which it is 
most nearly connected’ is the most relevant art or 
science, i. e., the one whose adepts have the best 
chance of being ‘enable(d) # * * to make, construct, 
compound, and use’ the invention.” 

The causes were remanded and the Commissioner of 
Patents conferred jurisdiction upon Division 16 (Tele¬ 
phony) on August 14, 1946 (R. 257). Without affording 
appellant an opportunity to be heard, the Primary Ex¬ 
aminer of Division 16 held on September 4, 1946 (R. 258, 
f. S), or within two weeks, that the disclosure was insuffi¬ 
cient to enable one skilled in the automatic telephone art 
to construct an operative machine. The Examiner specified 
no defect in the description or drawings, nor did his re¬ 
jection contain any other findings of facts. 

An appeal was taken to the Board of Appeals (R. 260) 
who affirmed the Examiner (R. 262). Appellant contended 
that the Examiner had failed to find the facts demanded 
by this Court’s remand, but the Board rejected this con¬ 
tention, holding (R. 264, f. 17): 

“This contention, however, is not borne out by the 
opinion of the Examiner of Division 16, who is a 
person skilled in the automatic telephone art.” 

The Commissioner of Patents then moved the District 
Court (R, 267) to dismiss the complaint (R. 268, f. 21 A): 

“It is the position of the defendant that proceed¬ 
ings herein are now closed and that all that now re¬ 
mains to be done is to issue a formal order to that 
effect. The Court of Appeals did not indicate that 
the cases should be reopened for further prosecution 
in this Court. It remanded them for one purpose 
only namely to be held until the Patent Office de¬ 
cided them. This has now been done and there seems 
to be no reason for holding them any longer.” 
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Appellant moved (R. 270) that the District Court reopen 
the case, in compliance with the mandate of this Court to 
consider the decisions of the Examiner of Division 16 and 
of the Board of Appeals, as well as hear the evidence of an 
independent expert so as (R. 271, f. 23): 

“To place the District Court in a position to find 

the facts which the Court of Appeals was seek- 

• • • • >> 

Appellant’s motion was denied (R. 271, f. 26) and the 
Commissioner’s motion granted without stating the reasons 
for the Court’s opinion, or making specific findings of fact. 

| 

Statutes and Rules Involved 

The relevant statutes and rules are as follows: 

j 

Sec. 4903 R. S. 

(U. S. C., title 35; sec. 51.) 

“Whenever, on examination, any claim for a patent | 
is rejected, the commissioner shall notify the appli- j 
cant thereof, giving him briefly the reasons * for such 
rejection, together with such information and refer¬ 
ences as may be useful in judging of the propriety 
of renewing his application or of altering his specifi- 
tion; and if, after receiving such notice, the appli- | 
cant persists in his claim for a patent, with or with¬ 
out altering his specifications, the commissioner shall 
order a reexamination of the case.” 

Sec. 4915 R. S. 

(U. S. C., title 35, sec. 63.) 

“Whenever a patent on application is refused by 
the Board of Appeals or whenever any applicant is 
dissatisfied with the decision of the board of inter- j 
ference examiners, the applicant, unless appeal has 


* Emphasis added throughout the brief. 
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been taken to the United States Court of Customs 
and Patent Appeals, and such appeal is pending or 
has been decided, in which case no action may be 
brought under this section, may have remedy by 
bill in equity, if filed within six months after such 
refusal or decision; and the court having cognizance 
thereof, on notice to adverse parties and other due 
proceedings had, may adjudge that such applicant 
is entitled, according to law, to receive a patent for 
his invention, as specified in his claim or for any 
part thereof, as the facts in the case may appeal. 
And such adjudication, if it be in favor of the right 
of the applicant, shall authorize the commissioner to 
issue such patent on the applicant filing in the Patent 
Office a copy of the adjudication and otherwise com¬ 
plying with the requirements of law. In all cases 
where there is no opposing party a copy of the bill 
shall be served on the commissioner; and all the ex¬ 
penses of the proceedings shall be paid by the appli¬ 
cant, whether the final decision is in his favor or not. 
In all suits brought hereunder where there are ad¬ 
verse parties the record in the Patent Office shall be 
admitted in whole or in part, on motion of either 
party, subject to such terms and conditions as to 
costs, expenses, and the further cross-examination 
of the witnesses as the court may impose, without 
prejudice, however, to the right of the parties to take 
further testimonv. The testimonv and exhibits, or 
parts thereof, of the record in the Patent Office when 
admitted shall have the same force and effect as if 
originally taken and produced in the suit.” 

Sec. 4888 R. S. 

(U S. C., title 35, sec. 33.) 

“Before any inventor or discoverer shall receive 
a patent for his invention or discovery, he shall 
make application therefor in writing, to the Com¬ 
missioner of Patents, and shall file in the Patent 
Office a written description of the same, and of the 
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manner and process of making, constructing, com¬ 
pounding, and using it, in such full, clear, concise, 
and exact terms as to enable any person skilled in 
the art or science to which it appertains, or with 
which it is most nearly connected, to make, con¬ 
struct, compound, and use the same; and in case of 
a machine, he shall explain the principle thereof, 
and the best mode in which he has contemplated ap¬ 
plying that principle, so as to distinguish it from 
other inventions; and he shall particularly point out 
and distinctly claim the part, improvement, or com¬ 
bination which he claims as his invention or discov¬ 
ery. The specification and claim shall be signed by 
the inventor. No plant patent shall be declared 
invalid on the ground of noncompliance with this 
section if the description is made as complete as is 
reasonably possible.” 

Federal Rules of Civil Procedure; Rule 52a 

“In all actions tried upon the facts without a 
jury or with an advisory jury, the court shall find 
the facts specially and state separately its conclu¬ 
sions of law thereon and direct the entry of the ap¬ 
propriate judgment; and in granting or refusing in¬ 
terlocutory injunctions the court shall similarly set 
forth the findings of fact and conclusions of law 
which constitute the grounds of its action. Requests 
for findings are not necessary for purposes of re¬ 
view. Findings of fact shall not be set aside unless 
clearly erroneous, and the due regard shall be given 
to the opportunity of the trial court to judge of the 
credibility of the witnesses. The findings of a mas¬ 
ter, to the extent that the court adopts them, shall 
be considered as the findings of the court. If an 
opinion or memorandum of decision is filed, it will be 
sufficient if the findings of fact and conclusions of 
law appear therein. Findings of fact and conclu¬ 
sions of law are unnecessary on decisions of motions 
under Rules 12 or 56 or any other motion except as 
provided in Rule 41(b).” 


/ 
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Rules of Practice in the United States Patent Office 

“65. Whenever, on examination, any claim of an 
application is rejected for any reason whatever, the 
applicant will be notified thereof. The reasons for 
the rejection icill be fully and precisely stated, and 
such information and references will be given as may 
be useful in aiding the applicant to judge of the 
propriety of prosecuting his application, or of alter¬ 
ing his specification, and if, after receiving this 
notice, he shall persist in his claim with or without 
altering his specification, the application will be re¬ 
examined. If upon reexamination the claim shall be 
again rejected, the reasons therefor will be fully and 
precisely stated. 

66. Upon taking up an application for action on the 
merits the examiner shall make a thorough investi¬ 
gation of the prior art with respect to the invention 
sought to be protected in the application. Upon the 
rejection of an application for want of novelty, the 
examiner must cite the best references at his com¬ 
mand. When the reference shows or describes inven¬ 
tions other than that claimed by the applicant, the 
particular part relied on must be designated as nearly 
as practicable . The pertinence of the reference, if 
not obvious, must be clearly explained and the antici¬ 
pated claim specified. 

If domestic patents be cited, their dates and num¬ 
bers, the names of the patentees, and the classes of 
inventions must be stated. If foreign patents be 
cited, their dates and numbers, the names of the 
patentees, and the classes of inventions must be 
stated, and such other data must be furnished as 
may be necessary to enable the applicant to identify 
the patents cited. In citing foreign patents the num¬ 
ber of sheets of drawing involving the parts relied 
upon for anticipation must be specified, and in case 
part only of the patent be involved, the particular 
sheets of the drawing containing the parts relied 
upon must be identified by number, or by stating the 
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numbers of the figures involved. If printed publi¬ 
cations be cited, the title, date, page or plate, author, 
and place of publication, or place where a copy can 
be found, shall be given. When reference is made 
to facts within the personal knowledge of an em- \ 
ployee of the office, the data shall he as specific as 
possible, and the reference must be supported, when j 
called for, by the affidavit of such employee (rule 
76); such affidavit shall be subject to contradiction, | 
explanation, or corroboration by the affidavits of the j 
applicant and other persons. If the patent, printed j 
matter, plates or drawings so referred to are in the ! 
possession of the office, copies will be furnished at j 
the rate specified in rule 191, upon the order of the 
applicant.” 


Statement of Points 

The opinion and judgment of the District Court were 
erroneous because: 

1. Contrary to the express provisions of the statute 
(R. S. 4903), the Patent Office rules (Rules 65 and 66) and, 
therefore, in disregard of the purpose of the remand by this 
Court, the Examiner of Division 16, with the approval of 
the Board of Appeals, refused to state either facts or rea¬ 
sons for the opinion that appellant’s disclosure did not 
satisfy the test set by this Court. 

2. In the absence of a reasoned, and fully and precisely 
stated rejection by the Patent Office, the District Court 
should have either accepted the testimony of Haigh or 
afforded appellant an opportunity to call another expert, i 

! 

3. The District Court failed to make any findings con¬ 
cerning the facts for the ascertainment of which the cause 
was remanded. 
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Summary of Argument 

This Court remanded the case to afford the Patent 
Office the opportunity to rebut the evidence adduced by 
appellant that the specification satisfied one skilled in 
automatic telephony, the original rejection having been 
based on the erroneous theory entertained by the Com¬ 
missioner that the requirements of 4S88 R. S. could be 
satisfied by this specification only if one skilled in calcu¬ 
lating machines could build the device from the information 
contained in the application. 

Allegedly in compliance with the remand, the Patent 
Office and the Court below held that the specification failed 
to measure up to the new requirement, but gave neither 
facts nor reasons for disagreeing with Haigh who testified 
during the original trial that the invention as described 
could readily be practiced by one skilled in automatic tele¬ 
phony. 

Such holding did not satisfy the spirit or the language 
of the remand, the Statute (4903 R. S.), the Rules of Civil 
Procedure (52(a)) or the Rules of the Patent Office (65, 66), 
all of which required a reasoned opinion based on facts. 
Furthermore, appellant should either have been allowed to 
match the opinion of the second Examiner who had passed 
on this case by the testimony of a second expert, or granted 
a favorable judgment. 

ARGUMENT 
POINT 1 

The decision of this Court called for a reasoned 
opinion by the Patent Office as provided in the Statute 
and Rules. 

To comply with the remand, the decision of the Patent 
Office had to be in accordance with the requirements of the 
Patent Statute and Office Rules. 


13 


I 


Section 4903 R. S. requires that in rejecting a patent 
claim, 

“the Commissioner shall notify the applicant there¬ 
of, giving him briefly the reasons for such rejec¬ 
tion, * # * ” 

Based on this statutory requirement, Rule 65 of the 
Patent Office specifies that 

“The reasons for the rejection will be fully and 
precisely stated, # * * ’ ’ 

and Rule 66 that 

“The pertinence of the reference, if not obvious, 
must be clearly explained” 

• • • • * * * • # 

“When reference is made to facts within the per¬ 
sonal knowledge of an employee of the office, the 
data shall be as specific as possible , * • * ” 

That these laws are usually strictly enforced is shown by 
the following typical cases: 

In re Ferguson (229 0. G. 939) held that in objecting 
to a substitute drawing on the ground of new matter the! 
Examiner must point out clearly in what the new matter 
consists. 

In Watler and Watler (26 U. S. P. Q. 191) the Board 
of Appeals held 

“on this phase of rejection, we have no prior art but 
only the Examiner’s opinion that any diathermic 
heat inherently results in a shrinkage of tissue. It 
seems to us that something more than a mere opinion 
of this sort is necessary to constitute a valid basis 
of rejection.” 

Similarly, in re Kiss (35 U. S. P. Q. 293) the Board of 
Appeals refused to accept the Examiner’s opinion as to 
lack of patentability of a claim where the Examiner gave 
no reasons why the procedure defined in the claim was 
obvious. 
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In re Johnson (40 IT. S. P. Q. 576) the Board of Appeals 
held that where an applicant states that a certain combina¬ 
tion of elements is operative, a rejection based on the theory 
that the claims cover inoperative conditions must be sup¬ 
ported by proof, and that the burden of proof is on the 
Examiner which he cannot sustain by a mere assertion that 
the claims are too broad. 

In re Raw berg, ei al. (50 U. S. P. Q. 640) the Board of 
Appeals held that the Examiner should not merely state 
that the particular location defined in the claim does not 
involve invention over a certain combination of references 
but should give his reasons for so holding. 

In the present cause, “The Grounds of Rejection” in the 
Examiner’s Statement (R. 259) is twenty-five lines long. 
The first four lines cover the Examiner’s conclusion of law 
as follows: 

“It is the opinion of the examiner that the dis¬ 
closure in this application is insufficient to enable a 
skilled worker in the automatic telephone art to con¬ 
struct an operative machine therefrom.” 

This is not followed by reasons or facts in support of the 
opinion, but only by criticism of the conclusions reached by 
this Court. 

This Court had rejected the original theory of the Patent 
Office that appellant's disclosure had to be directed to the 
understanding of one skilled in the calculating machine art, 
and held that the required skill must be in automatic tele¬ 
phony. Notwithstanding this, the Examiner was of the 
opinion (R. 259): 

“The system described is not a telephone system 
nor does it resemble such a system except perhaps 
for the fact that it does utilize relays and switches 
which may be used in automatic telephone systems. 

“The circuits used herein are not peculiarly tele¬ 
phone circuits nor are they deemed sufficiently de- 












scribed and shown in such full, clear, concise and 
exact terms to enable one skilled in the automatic 
art to make a calculating machine. 

i 

“The results obtained in this system are entirely j 
foreign to a telephone system. 

“It is the further opinion of the examiner that 
one would be required to have a well founded knowl¬ 
edge in the calculating machine art in addition to 
some knowledge of relay and switching circuits as 
may be found in the automatic telephone art before 
he could construct a machine of this nature.” 

The Board of Appeals was also of the opinion that auto¬ 
matic telephony had no bearing on this inquiry, holding 
(R. 265): 

“We believe that the Examiner is obviously cor¬ 
rect in his holdings since an automatic telephone sys¬ 
tem is designed and functions to permit the selection 
and audible communication with a desired party. 
There is no counterpart of this in appellant’s dis¬ 
closures and we believe the Examiner is correct in 
stating that the systems disclosed do not even re¬ 
semble automatic telephone systems except for the 
fact that they do make use of relays and switches 
which could be used in automatic telephone systems. 
We also believe the Examiner is clearly correct in 
stating that the results desired herein are entirely 
foreign to those in automatic telephone systems since 
there are no provisions for selecting a wanted party 
and subsequent communication therewith in appel¬ 
lant's disclosures and it is also manifest that an auto-1 
matic telephone system will not function as a calcu¬ 
lator.” 

“We do not understand the Examiner’s position 
to be that his opinion is based wholly or partly on 
these holdings. It seems to us that all that he has 
said is that the systems disclosed in the applications 
do not function and operate as automatic telephone 
systems and do not even resemble automatic tele¬ 
phone systems and even with his training and ex- 
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perience in the automatic telephone art he is of the 
opinion that the disclosures are insufficient to enable 
him to practice the invention. We see nothing ob¬ 
jectionable in the Examiner’s presentation of his 
opinion.’’ 

Neither the decision of the Examiner of Division 16, nor 
that of the Board of Appeals contains a single reason or 
finding of fact from which one could learn what compelled 
the Commissioner to reach the conclusion that one skilled 
in telephony could not build the device from the information 
contained in the application. This was in violation of the 
remand which obviously called for an opinion or finding 
arrived at in accordance with the Statute and the Rules of 
the Patent Office. 


POINT 2 

Either Haigh’s evidence should have been accepted 
or appellant allowed to introduce other expert testi¬ 
mony. 

In contrast with the bald assertion of insufficiency made 
by the Patent Office tribunals, the record contains the 
factual and reasoned testimony of Mr. Haigh who was 
familiar with the skill that telephone and telegraph engi¬ 
neers have. He had read the three applications involved 
in these suits, and he understood their disclosures (R. 40). 

According to Haigh’s testimony, one could construct 
and use the Hatton inventions solely on the basis of the 
disclosures contained in the applications (R. 52) without 
any knowledge or experience in the calculating machine 
art. This was his testimony on cross examination (R. 53): 

“Q. Now, it would be necessary to have some cal¬ 
culating machine construction to practice this inven¬ 
tion, would it not? A. No, none at all. 
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“Q. You mean you can carry out this invention 
on electric circuits alone? A. Yes.” 

Then, again on R. 54: 

“Q. Now, is it your testimony that a man who is 
skilled only in the telephone art, and knows nothing 
whatever about a calculating machine, could con¬ 
struct this device? A. Yes, he could.” 

He testified that the device (R. 41-43): 

“ * • * contains apparatus of the type familiarly 
used in the automatic telephone switching art, and 
nothing but that. 

“It is true, I believe, to state that the object of 
designing this equipment this way was to demon¬ 
strate that, using nothing but apparatus of the type 
familiarly used in automatic telephone or telegraph 
switching, it is possible to design and construct an 
electric calculator. 

“By the Court: 

“Q. You mean, to construct the particular calcu¬ 
lator that is disclosed in these specifications? A. 
Yes. 

“Q. In these claims ? A. Yes. 

“By Mr. Koliscli: 

“Q. Following up the question that the Court 
asked you, Mr. Haigh: In your opinion do these 
specifications, description, claims, and drawings con¬ 
tain the information necessary for one skilled in the 
art to construct these calculators? A. I believe they 
do. 

“Q. Would one skilled in the art need any ex¬ 
traneous information from the inventor in addition 
to what is contained in these disclosures, in order 
to construct the invention? A. No. 

“Q. Now I will ask you to state again, possibly, 
just in what art the man would have to be skilled in 
order to do this job of constructing the invention on 
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the basis of this disclosure. A. A man skilled in the 
art of automatic telephony would, I believe, be able 
to construct this machine. 

“By the Court: 

“Q. Telegraphy? A. Telegraphy or telephony. 

“A. Yes. 

“By Mr. Kolisch: 

“Q. Mr. Haigh, would you be able to do so? A. 
I believe so. 

“Q. Would one have to be an expert in the art, 
or would, in your opinion, the average skilled man 
in those arts, the telephone and telegraph switching 
arts, be enabled to construct the invention? A. I 
believe the man with average skill would be able to 
do it. 

“Q. How many people of such average skill do 
you have in your organization at the Federal Tele¬ 
graph Company in Newark, New Jersey? A. Per¬ 
haps a hundred. 

“Q. Who could do this job? A. Yes. 

“Q. Now, how many such skilled men would you 
expect to find in the factories or in the laboratories 
of the Western Electric Company? A. Several hun¬ 
dreds. 

“Q. And how about the Automatic Electric Com¬ 
pany of Chicago? A. A hundred or more. 

“Q. How about the other companies in Paris and 
Antwerp and in London with which you were asso¬ 
ciated? A. More than a hundred.” 

It is worthy of note in this connection that when the 
application was first rejected by the Patent Office, the Ex¬ 
aminer of Division 23 (Calculating Machines) held the 
specification deficient only in that it allegedly (1) lacked a 
general description (R. 180), although concededly it con¬ 
tained a detailed tracing of each and every circuit (R. 190); 
(2) that the drawings illustrated the relay contacts de- 
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tached from the windings rather than attached thereto; 
and (3) that the drawing lacked timing charts. 

Throughout the prosecution in the Patent Office, the 
trial and the first appeal to this Court, the contention of 
appellant has been that such showing is not necessary to 
convey information to one skilled in the automatic telephone 
art. That is still our contention. 

Haigh explained that detached and attached contact ! 
drawings are both well known in the electrical switching 
arts, and that the United States as well as foreign patent 
offices accept drawings like Hatton’s to illustrate automatic 
telephone switching systems (R. 43-45). 

According to Haigh, detached contact drawings are 
much more suitable to illustrate complicated circuits like 
Hatton’s and occupy less than half the space needed for 
attached contact drawings. 

As Haigh explained, detached and attached contact 
drawings are merely two ways of illustrating the same 
thing. For some reason, the Examiner seemed to prefer 
attached drawings, but failure to meet the Examiner’s 
pleasure is not a violation of the statute. The following is 
quoted from Haigh’s testimony (R. 46, 47): 

“Q. Now, Mr. Haigh, taking the Hatton draw¬ 
ings, these detached drawings, could one skilled in 
the art make from that an attached contact drawing! 
A. Undoubtedly. 

“Q. And the two would be identical? A. Yes. 

“Q. As far as their meaning is concerned? A. 
Yes. 

“Q. Well, what would be the difference as to the 
space required? How many sheets of drawings 
would have to be prepared for the Hatton case to 
show it with the contacts attached, assuming that 
you wanted to have the same visibility as you have 
in the detached contact drawing? A. Twice as many 
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or more, because of the complication of this kind of 
circuit, wires running all over the place. 

• •••••••• 

“Q. What is your testimony as to the legibility, 
as to the ease of following one as compared to the 
other? A. Aided by description, I have no hesita¬ 
tion in saying that that is clearer to a— 

Mr. Reynolds: You mean by that, the Hatton 
detached drawings? 

The Witness: The Hatton detached—to a 
man who is skilled in the circuit art, switching 
art. 

**By Mr. Kol'isch: 

“Q. Well, now% will you please state whether de¬ 
tached and attached contact types of drawings are a 
novelty in this case or whether they have been used 
by those skilled in this particular art before? A. 
They have been used for many years. 

“Q. Both types? A. Both types. 

“Q. In your experience as an engineer have you 
had the opportunity to examine patents? A. Many 
times. 

“Q. Including American patents? A. Including 
American patents. 

“Q. Could you state wrhether both ways of show¬ 
ing electrical circuit—namely, detached and attached 
—have been used in patents? A. They have. 

“Q. Including United States patents? A. Yes, 
sir.” 

In answer to a question directed to patent 2,256,872, 
which together with other patents issued by the Patent 
Office and illustrating the contacts detached from the coil 
has been printed in the Appendix, Haigh said (R. 48, 49): 

“The result of drawing it this way makes that a 
much clearer exposition of the circuit in the inven¬ 
tion. 


“Mr. Kolisch: All right. 
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“By the Court: 

“Q. Would that be one which the average worker 
in the art would more clearly be able to understand 
and follow, do you think? A. I believe so, your 
Honor; in the case of a complicated circuit particu¬ 
larly.” 

Concerning time charts, Haigh testified that they are 
neither needed nor used for constructing or using the Hat¬ 
ton electric calculators or the like, and that they are not 
found in patents relating to the telephone art. The only 
purpose of such charts is to aid the memory of the student. 
Haigh explained that time charts are needed only where 
marginal operations take place. No time charts were needed 
in the Hatton applications because (R. 51): 

“ There is only one case, I believe, in which two 
events take place at the same time, and therefore 
there is no need for a man constructing this device 
or operating it to have such a time chart if he has 
his description, and I may say that he would not 
need it in any case. It might conceivably help him. 

“By the Court: 

“Q. Your idea is, where there are a series of such 
operations, that by visualizing it to the worker it 
simply simplifies it for him? A. Yes. 

“Q. In interpreting it? A. I would say it is an 
aid to his memory. 

“Q. Yes. A. Even though the whole operation 
be described in words, it might conceivably help him 
if he had a chart to assist his memorv. 

“By Mr. Kolisch: 

“Q. Would he need such chart to construct or to 
operate the machine ? A. No. 

“Q. As a matter of fact, in the machine switch¬ 
ing art, including these electric calculators, do men 
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skilled in the art use time charts for constructing or 
operating such machines? A. Speaking generally, 
I don’t think so. 

“Q. And in this specific case, as to these Hatton 
inventions, do vou see the need for such time charts? 
A. No. 

“Q. Now, if one skilled in the art thought that 
he would like to have a time chart, could he, from 
the information contained in these Hatton drawings 
and description, write his own time chart? A. Cer¬ 
tainly. 

Since the Examiner of Division 16 did not so much as 
refer to these three alleged deficiencies, we must conclude 
that he agreed with Haigh’s testimony that one skilled in 
the automatic telephone art would make no such objections. 
This must be his opinion, because Division 16 has issued 
hundreds of automatic telephone patents, like the ones 
printed on pages 204 to 254 of the Record, which illustrate 
relay contacts detached rather than attached to the relay 
coil, which contain no timing charts, and whose descriptions 
contain only a statement of invention, general description 
of the operation, and a detailed tracing of the circuits. 

The Board of Appeals was unable to agree with our 
contention, but the only reason it gave for its disagreement 
was (R. 265): 

“It seems to us that when the Examiner of Division 
16 arrived at his opinion with the record before him 
he concurred, at least generally, with the objections 
raised by the Examiner of Division 23.” 

TVe are not unmindful of the fact that this Court in its 
previous opinion considered the testimony of Haigh in¬ 
sufficient to sustain appellant’s burden of proving its case. 
Haigh’s testimony -was criticised because he was an em- 
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ployee of appellant and because he was skilled in both the 
automatic telephone and calculating machine arts. The 
case was remanded rather than decided against appellant 
because this Court did not reject Haigh’s evidence but 
merely wanted completely disinterested evidence from an 
automatic telephone man. 

In effect, the Commissioner offers in the person of the 
Examiner of Division 16 an automatic telephone expert. 
Was the District Court, and is this Court bound to accept 
such evidence? As said by Judge Hawley speaking for the 
Circuit Court of Appeals of the Ninth Circuit (94 F. R. 155, 
161): 

“The value of expert testimony generally depends 
upon the facts stated as a reason for their opinions 
and conclusions. Green v. Terwilliger, 56 Fed. 384, 
394; 1 Tayl. Ev. § 58. More weight is given to the 
testimony of a witness based upon facts within his 
own knowledge and experience than to the testimony 
of a witness which is ‘largely the assertion of a 
theory.’ Bene v. Jeantet, 129 U. S. 683, 688, 9 Sup. 
Ct. 428.” 

The Examiner of Division 16 gave not one single reason 
for his opinion. He did not repeat the objections of the 
Examiner of Division 23 because Haigh demonstrated that 
they (R. 46-51) are not applicable to the automatic tele¬ 
phone art. The silence of the Patent Office on the matters 
to which Haigh testified, and which they were called upon 
to rebut, is tantamount to a tacit approval thereof, and 
this appeal should be decided in appellant’s favor without 
remand for further evidence. 

However, in case of a second remand, appellant should 
be afforded the opportunity to take the testimony of, and 
the Commissioner to cross examine, a disinterested expert 
in automatic telephony. 
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POINT 3 

The District Court failed to find any facts. 

Neither the opinion of the District Judge nor the opin¬ 
ions of the Examiner of Division 16 and of the Board of 
Appeals gave this Court 

“a clear understanding of the basis of the decision’’ 
(Minnesota Mining & Manufacturing Co. v. Coe, 125 
F. (2d) 198, 199, 75 App. D. C. 131) 

which Rule 52 of the Rules of Civil Procedure requires. 

As Justice Miller said speaking for this Court in Schil¬ 
ling. et nl. v. Sell wit zer-Cummins Co. (79 App. D. C. 20 
(1944); 142 F. (2d) 82, 84): 

“The ultimate test as to the adequacy of findings 
will always be whether they are sufficiently compre¬ 
hensive and pertinent to the issues to provide a basis 
for decision and whether they are supported by the 
evidence." 

However, the opinion of the Court below is based upon a 
mere examination of the written statements of the Examiner 
and of the Board of Appeals, and this Court may without 
the help of formal findings reach its own conclusions. 
(Kuhn v. Princess Lida of Thurn & Taxis, 119 F. (2d) 704, 
706: Compania v. Harrison , 114 F. (2d) 400, 405; Order of 
United Commercial Travelers v. Schein, 64 F. (2d) 55, 57; 
Sbicca-Del Mac v. Milius Shoe Co., 145 F. (2d) 389, 396.) 

Thus, in the Order of United Commercial Travelers case 
the Court said (at p. 57): 

“ * • • where the primary facts are either stipulated 
or established by uncontradicted evidence, and the 
court, solely from these primary facts, finds an ulti¬ 
mate fact upon which the judgment rests, such finding 
is in the nature of a conclusion of law, and as such 
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is reviewable on appeal to determine whether the 
primary facts support it.” 

Likewise, in the Kuhn case, the Court said (at p. 706): 

“The sufficiency of the evidence to sustain a trial 
court’s conclusion or finding of an ultimate fact re¬ 
mains appropriate matter for an appellate court’s 
consideration. # * • Where the evidentiary facts are 
not in conflict or dispute, the conclusions to be drawn 
therefrom are for the appellate court upon review of 
the trial court’s action. # * * An incorrect conclu¬ 
sion by a trial court qualifies as a ‘clearly erroneous’ 
finding, for the correction whereof on appeal Rule 
52(a) specifically provides.” 

Therefore, in a case such as the present one where the 
opinion of the District Court is so obviously merely a 
conclusion which is erroneous, it can add no persuasion to 
defendants’ effort to perpetuate the error. 

Conclusion 

The judgment dismissing the complaint should be 
reversed. 


Respectfully submitted, 

Paul Kolisch, 

41 Park Row, 

New York 7, N. Y., 

Attorney and Counsel. 

Edward D. Phinney, 

67 Broad Street, 

New York 4, N. Y., 

Ralph B. Stewart, 

National Press Building, 

Washington 4, D. C., 

Of Counsel. 
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introduction 

These three appeals present identical situations and may 
be treated as a unit. The applications involved were originally 
rejected by the Patent Office on the ground that they did not 
contain disclosures which would enable persons skilled in the 
art to which they appertained, or with which they w T ere most 
nearly connected, to construct operative machines. The Patent 
Office tribunals held the art in question to be the calculating 
machine art. The appellant filed actions under R. S. 4915 
(U. S. C., title 35, sec. 63) in the District Court of the United 
States for the District of Columbia. In those actions the ap¬ 
pellant conceded the insufficiency of the disclosures as regards 
persons skilled only in the calculating machine art, but con¬ 
tended, first, that it would be sufficient if the disclosures could 
be understood by persons skilled in the automatic telephone 
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art and, secondly, that, as a fact the disclosures could be under¬ 
stood by such persons. Evidence was offered in support of 
these contentions. 

The District Court ruled against the appellant on both points. 
In its fifth finding of fact, appearing on page 29 of the joint 
appendix, that Court held that automatic telephony was not 
the art most nearly connected with the applications, and, in its 
eleventh finding of fact, appearing on page 30 of the appendix, 
the Court found that it had not been established that the 
application disclosures were sufficient to enable persons “skilled 
in the art of electrical machine switching and particularly 
automatic telephony and telegraphy,” to construct operative 
devices. Thereupon appeals Nos. 9111, 9112, and 9113 were 
taken to this Court. 

On June 28, 1946, this Court rendered its decision (157 
F. 2d 73) in those appeals. That decision overruled the 
decision of the District Court as to the relevancy of the auto¬ 
matic telephone art, but agreed with the lower court that 
“appellant did not in the District Court discharge its burden 
of proving that a man skilled in the most relevant art could 
build appellant’s devices from the disclosures.” The cases 
were therefore remanded to the District Court with instruc¬ 
tions to hold them until the Patent Office passed on the suf¬ 
ficiency of the disclosures as regards skilled workers in the 
automatic telephone art. 

Subsequently to the remand, the primary examiner and 
Board of Appeals of the Patent Office reconsidered the applica¬ 
tions and rendered opinions in each of them to the effect that 
a person skilled in the automatic telephone art would not be 
able to build an operative machine on the basis of the applica¬ 
tion disclosures. These opinions, for application No. 425,882, 
are included in the present appendix at pages 257 to 266, in¬ 
clusive. The similar opinions rendered in the other two 
applications have not been printed, since the parties have stipu¬ 
lated that the questions presented in the three appeals are 
identical. 

After these opinions were rendered, certified copies of them 
were filed in the District Court, and a motion was made on 
behalf of the Commissioner of Patents (Appendix 267) for an 
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order that the complaints stand dismissed. The appellant 
thereupon filed a motion (Appendix 270) seeking a reopening 
of the case for the taking of testimony “limited to rebuttal” 
of the Patent Office decisions. The Court granted the motion 
of the Commissioner and denied that of the appellant, and the 
present appeals followed. 

SUMMABY OF ARGUMENT 

1. These cases were not remanded to the District Court foif 
reopening in that Court, but merely to insure that rulings would 
be made by the Patent Office. 

2. The appellant has already had his day in the District 
Court on the issue as to sufficiency of disclosure as regards 
persons skilled in the automatic telephone art. 

3. The appellant cannot supplement his prima facie case by 
testimony in rebuttal of the opinions of the examiner and the 
Board of Appeals. 

4. Reply to arguments advanced by appellant. 

ARGUMENT 

In its decision remanding these cases this Court relied on 
Addison v. Holly Hill Co., 322 U. S. 607. In that decision the 
District Court was instructed to hold the case until certain 
rulings had been made by an administrative tribunal, and this 
procedure was described by the Supreme Court- as “a remedy 
against inaction”. The remand in the present case was evi¬ 
dently made for the same purpose and not for the purpose of 
seeming any further action by the District Court. 

In view of this Court’s decision on the original appeals, the 
Patent Office tribunals were in error in not passing on the ques¬ 
tion as to whether the skilled automatic telephone worker could 
understand the application disclosures. It was conceivable 
that such tribunals might have agreed with the appellant on 
this question, in which case his applications should have been 
allowed. The appellant, therefore, was entitled to rulings by 
the Patent Office on this matter, and it was to make certain that 
such rulings were made that the District Court was instructed 
to retain jurisdiction of the cases. 

764446—*7-2 
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As regards consideration of the case by the District Court, 
however, the situation presented is entirely different from that 
obtaining in the Patent Office. The appellant made no conten¬ 
tion in that Court that a person skilled only in the calculating 
machine art could understand the applications, but undertook 
to convince the Court, first, that the law was satisfied if a 
person skilled in the automatic telephone art could understand 
them and, secondly, that such a person could understand them. 
It was necessary for the appellant to establish both these propo¬ 
sitions in order to prevail, and this he undertook to do, by 
extensive testimony. No objection was made to the admis¬ 
sion of any of this testimony, and none of it was excluded. It 
does not appear that there is any evidence now available which 
could not have been presented at that time. The appellant, 
therefore, has had his full day in court on those issues and there 
is no justification for reopening these cases to give him a further 
opportunity to present evidence which could and should have 
been presented at the original trial. 

The proceeding in the District Court was not an appeal, but 
a trial de novo. The appellant was in no way bound in his 
presentation of evidence by any ruling made in the Patent 
Office. It was his duty to present to the Court all evidence 
relating to his right to obtain patents on the applications in¬ 
volved, which he desired to have considered. He was not 
prejudiced by the fact that the Patent Office tribunals had 
ruled against him on the relevancy of the automatic telephone 
art. On the contrary, since those tribunals had not passed on 
the factual question as to whether a skilled automatic telephone 
worker could understand the applications, the District Court 
ruled on this matter without the presumption which would have 
attached had those tribunals originally held, as they did later, 
that the disclosures of the applications were insufficient for 
such workers. The appellant, therefore, was able to present 
his case to the District Court under more favorable circum¬ 
stances than would have existed if the Patent Office tribunals 
had included in their original decisions the holdings which they 
made in their supplemental decisions. 

It is also to be noted that the evidence which the aDDellant 
now seeks to present (Appendix, page 270) would be “limited 
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to rebuttal” of the supplemental Patent Office decisions. Thi 
evidence presented by the appellant prior to those decision^ 
was considered both by the District Court and by this Court 
and was held by both to be insufficient to discharge the burden 
of proving that a man skilled in the automatic telephone art 
could build operative machines on the basis of the application 
disclosures. In other words, both Courts have held that th^ 
appellant failed to make out a prima facie case that he was en^ 
titled to patents. It is elementary that rebuttal testimonyj 
cannot be used to supply deficiencies in the prima facie case. 

REPLY TO APPELLANT’S ARGUMENTS 

The appellant’s brief relies on three allegations, first, that 
the Patent Office tribunals, after the remand of the cases, did 
not state sufficient reasons for their conclusions; secondly, tha^ 
the lower court should have accepted appellant’s evidence a^ 
establishing that a skilled worker in the automatic telephone 
art could build an operative machine on the basis of the dis¬ 
closure of the applications here involved and; thirdly, that 
the lower court made no additional findings of fact. 

None of the matters just referred to wrs properly raised 
before the Patent Office or the lower court. The appellant 
did not request either the primary examiner or the Board of 
Appeals to amplify the statements of reasons for their opin¬ 
ions, did not request the lower court to take any steps to obtain 
more detailed statements from the Patent Office, did not ask 
the lower court to find in favor of the appellant on the basis 
of the record already presented and did not request further 
findings of fact on the basis of such record. All that was asked 
for was leave to present rebuttal testimony. Under these 
circumstances it would not appear that the contentions now 
raised by the appellant can properly be considered by this 
Court. The judgment appealed from merely denies the ap¬ 
pellant’s motion to reopen and reaffirms the fact that the com¬ 
plaint stands dismissed. However, the points raised by the 
appellant will now be considered. 

It is stated in appellant’s brief, page 12, that “This Court 
remanded the case to afford the Patent Office the opportunity 
to rebut the evidence adduced by the appellant” etc. T his 
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statement, it is submitted, is clearly inaccurate. In remand¬ 
ing the case, this Court said expressly, in the last paragraph 
of its decision, that the appellant had not discharged its burden 
of proof. Obviously, if the plaintiff does not sustain his bur¬ 
den of proof, no rebuttal by the defendant is required. What 
this Court required from the Patent Office was not rebuttal 
or reasons, but a decision on a question of fact. This is clearly 
all that is called for by the final paragraph of the Court’s 
decision, and it has equally clearly been supplied by both the 
examiner and the Board of Appeals. 

However, it is submitted that both the examiner and the 
Board amply set forth the reasons for their opinions. Thus 
the examiner (Appendix 259) explained that the system de¬ 
scribed is not a telephone system and does not resemble one, 
that the circuits disclosed are not peculiarly telephone circuits, 
that the results aimed at are entirely foreign to a telephone 
system, and that a well-founded knowledge of the calculating 
machine art would be essential to the building of a machine. 
These are clearly stated findings of fact and, if correct, they 
obviously support the conclusion reached. The fact that the 
appellant does not agree with them does not make them inade¬ 
quate. 

It should be noted that the disclosures here involved are 
extremely complicated and disconnected. The examiner who 
first considered the cases said (Appendix 177) that he could 
not comprehend the disclosures sufficiently to make specific 
criticisms: and the examiner who considered the matter after 
the remand was evidently similarly unable to understand the 
disclosures. Under these circumstances a detailed statement 
of reasons is not possible. In fact, if one knew just what was 
needed to complete the disclosure, he would know how to build 
the machine. It is submitted, therefore, that the examiner 
has explained the grounds for his opinion as fully as possible. 

What has been said of the examiner’s statement applies 
equally to that of the Board of Appeals, which presents the 
matter in somewhat greater detail, but relies, basically, on the 
same reasons. 

The appellant’s brief seems to urge that the Patent Office 
decisions do not comply with the rules of that Office. For the 
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reasons just given, it is submitted that the decisions do so comh 
ply and that they present the fullest possible statement off 
reasons. Moreover, R. S. 4915, under which these actionjs 
arise, does not give the courts general supervision over proce¬ 
dure within the Patent Office. If officials of that Office im¬ 
properly fail to comply with its rules the remedy is by applica¬ 
tion for mandatory injunction. 

The contention that this Court should now hold that, on the 
evidence originally presented in the lower court, appellant is 
entitled to the issuance of patents on the applications here in¬ 
volved is clearly without merit. That evidence was considered 
and held insufficient by the lower court and by this Court, prior 
to the remand. Obviously, subsequent rulings against ap¬ 
pellant's contentions by two Patent Office tribunals have nolt 
strengthened his evidence. A reargument of the merits of the 
evidence is clearly not in order at this time. If it is to be conf 
sidered the Court is respectfully referred to the brief filed oiji 
behalf of the Commissioner of Patents in the original appealsL 
It is sufficient to note here that the evidence was that of a single 
interested witness, who merely stated his conclusions which^ 
as the record now shows, were directly in conflict with those of 
a Patent Office expert. No witness was produced who ha^ 
made, or even attempted to make a machine on the sole bas4 
of the present applications. In fact there was no witness skille4 
in the automatic telephone art, whose knowledge of the maj 
chines was derived wholly from the applications, who was even 
willing to give the opinion that he could build a machine ort 
this basis. On the contrary, the examiner who handles autoj 
matic telephone applications, and who has at least the skilf 
of the ordinary worker in the art, has been unable to compre¬ 
hend the disclosures. 

The appellant’s objection that the lower court made no find-! 
ings of fact is not well taken. Such findings were made when) 
the case was first considered by that Court and one of them, as 
already noted, was that it has not been established that a skilled 
worker in the telephone art could understand appellant’s appli¬ 
cations. If this finding is correct, and it has certainly not been 
shown to be otherwise, the complaint was properly dismis sed 
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This Court found no fault with the lower court’s findings, so far 
as sufficiency is concerned and did not call for further findings 
by the lower court. The appellant did not ask the lower court 
for further findings and does not, even now, indicate what fur¬ 
ther findings should have been made. The fact that opinions 
adverse to the appellant were rendered by the examiner and the 
Board after the remand did not call for any further findings 
of fact. The decision of this Court required no more of the 
lower court than to hold the cases until the Patent Office deci¬ 
sions were rendered. This has been done. 

The question as to whether this case should be reopened for 
further testimony has been fully discussed in the first part of 
this brief for the reason that this is the only matter presented 
to or ruled on by the lower court since the remand, and is thought 
to be the only question properly before the Court on this ap¬ 
peal However, the appellant’s brief seems to have abandoned 
the attempt to reopen and to seek a reversal on the record as it 
now stands. Clearly, the appellant is not entitled to this. 

CONCLUSION 

For the reasons given it is submitted that the appellant is 
not entitled to a reopening of these cases or to a reversal of 
the decision dismissing the complaints. The evidence offered 
by the appellant did not justify a reversal of the lower court’s 
holding that a worker skilled in the automatic telephone art 
could not build a machine on the basis of the application dis¬ 
closures. and this Court expressly so held. Nothing has hap¬ 
pened since which would justify a modification or reconsidera¬ 
tion of this ruling. The remand of the cases has served its 
purpose and the lower court has properly held that the com¬ 
plaints stand dismissed. The decisions appealed from should 
therefore be affirmed. 

Respectfully submitted. 

W. W. Cochran, 

Solicitor, TJ. S. Patent Office, 

Attorney for Appellee. 

E. L. Reynolds, 

Of Counsel. 

October 1947. 
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IN THE 


United States Court of Appeals 

For the District of Columbia 
Nos. 9630, 9631, 9632 

International Standard Electric Corporation, 

Appellant, 

v. 

Lawrence C. Kingsland, Commissioner of Patents, 

Appellee. 


REPLY BRIEF FOR APPELLANT 

Two contentions of appellee’s brief require comment; 
all others have been anticipated in our original brief. 

1. All the points have been raised below. 

It is asserted by the Commissioner that (brief, p. 5): 

“The appellant’s brief relies on three allegations, 
first, that the Patent Office tribunals, after the re¬ 
mand of the cases, did not state sufficient reasons 
for their conclusion; secondly, that the lower court 
should have accepted appellant’s evidence as estab¬ 
lishing that a skilled worker in the automatic tele¬ 
phone art could build an operative machine on the 
basis of the disclosure of the applications here in¬ 
volved and; thirdly, that the lower court made no 
additional findings of fact.” 

The first and third “allegations” come down to the same 
thing. The Commissioner objects to our advancing these 
arguments (p. 5), because (p. 5): 

“None of the matters just referred to was prop¬ 
erly raised before the Patent Office or the lower court. 
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The appellant did not request either the primary 
examiner of the Board of Appeals to amplify the 
statements of reasons for their opinions, did not 
request the lower court to take any steps to obtain 
more detailed statements from the Patent Office, did 
not ask the lower court to find in favor of the appel¬ 
lant on the basis of the record already presented and 
did not request further findings of fact on the basis 
of such record.” 

Substantially the same argument is made on page 8 of 
the brief. 

Xo requests were made of the Primary Examiner be¬ 
cause appellant was not given a hearing before that tribunal. 
As appears from the Primary Examiner’s final rejection 
(R. 257) and Statement (R. 258) jurisdiction was conferred 
on the Examiner on August 14, 1946 and, without hearing 
appellant, or giving any opportunity for a reply, the 
Primary Examiner finally rejected the claims on September 
4. 1946. 

The first hearing that appellant had was before the 
Board of Appeals, and the Board’s decision shows that the 
points here urged are the same as those made below. The 
following is quoted from the decision (R. 264): 

“Appellant appeals from the above said final re¬ 
jection and in his appeal brief states that there is 
nothing corresponding to findings of fact from which 
one could learn what compelled the Examiner to reach 
his conclusion.” 

The Commissioner is similarly mistaken in charging that 
appellant did not complain to the Court below that the 
opinion of the Patent Office lacked findings of fact. In the 
memorandum filed in the District Court, appellant com¬ 
plained of the decisions of the Patent Office on the ground 
that (R. 271): 

“These decisions contain no findings of fact; they 
are mere conclusions of law.” 
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The sole reason advanced for calling an independent 
expert was (R. 271): | 

“To place the District Court in a position to find 
the facts which the Court of Appeals was seeking.” j 

I 

We agree "with the Commissioner when he says on page 6 j 
of his brief: j 

i 

“What this Court required from the Patent Office | 
was not rebuttal or reasons, but a decision on a ques¬ 
tion of fact. ’ ’ i 

As vre complained below and as we now complain to this 
Court, no question of fact was found below and, therefore, 
the opinions expressed by the Primary Examiner, by the 
Board of Appeals and by the District Court have no tangible 
basis. 

I 

j 

2. The degree of understanding of the disclosure by 
the Primary Examiner does not appear from the record and 
is not pertinent. 

I 

i 

The Commissioner states in the second full paragraph 
on page 6 and on the bottom of the first full paragraph on 
page 7 of his brief that the Primary Examiner was unable 
to understand the disclosure. Neither the rejection (R. 257) 
nor the Examiner’s Statement (R. 258) contains anything j 
to bear this out. We are, however, willing to concede that 
the Primary Examiner was completely uninformed and, 
therefore, urge that his opinion should not be given prefer¬ 
ence over that of Haigh who, although employed by appel- | 
lant, was fully conversant with the subject matter in issue. 

Furthermore, we find neither in the statute nor in the 
Patent Office Rules any requirement that the disclosure 
must be understood by the Examiner; all that the statute 
and the Rules require is that one skilled in the art be able 
from the disclosure to “make, construct, compound and use” 
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the invention. Not even the inventor need understand his 
invention.* 

Respectfully submitted, 

Paul Kolisch, 

41 Park Row, 

New York 7, N. Y., 

Attorney and Counsel. 

Edward D. Phixxey, 

67 Broad Street, 

New York 4, N. Y., 

Ralph B. Stewart, 

National Press Building, 

Washington 4, D. C., 

Of Counsel. 


* National Meter Co. v. Thomson Meter Co., 106 F. 531; Cleveland 
Foundry Co. v. Detroit Vapor Stove Co., 131 F. 853, C. C. A. 6; 
Van Epps v. United Box Board & Paper Co., 143 F. 869,872, C. C. A. 
2; Diamond Rubber Company v. Consolidated Rubber Tire Company, 
220 U. S. 42S; Petroleum Rectifying Co. of California v. Reward Oil 
Co.. 260 F. 177, C. C. A. 9; Pcrmutit Company v. Wadham et al., 13 
F. (2d) 454. C. C. A. 6; and U. S. Industrial Chemical Co. Inc. et al. 
v. Theroz Company, 25 F. (2d) 387, C. C. A. 4. 






